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Remarks : 

Reconsideration of the application, as amended herein, is 
respectfully requested. 

Claims 1-4, 6-17 and 19-30 are presently pending in the 
application. Claims 1^4, 6 - 17, 19 - 23 and 29 - 30 are 
subject to examination and claims 24-28 have been withdrawn 
from examination. Claim 11 has been amended. New claim 3 0 
has been added. 

Applicant gratefully acknowledges that item 5 of the above- 
identified Office Action indicated that claims 1-4, 6-10, 
16, 17, 19-23 and 2 9 were allowable. 

In item 2 of the Office Action, claims 11 , 12, 14 and 15 were 
rejected under 35 U.s.C. § 102(e) as allegedly being 
anticipated by U . S. Patent No. 6,463,560 to Bhawmik et al 
( "BHA1KMIK" ) . 

In item 4 of the Office Action, claim 13 was rejected under 3 5 
U.S.C. § 103(a) as allegedly being obvious over BHAWMIK. 

Applicant respectfully traverses the above rejections, as 
applied to amended claim ll . 

More particularly, claim 11 recites, among other limitations: 

Page 13 of 18 

PAGE 13/18 * RCVD AT 2/2012007 10:00:16 AM [Eastern Standard Time] * SVR:USPT0-EF-XRF-1/19 * DNIS:2738300 * CSID:+4549251101 1 DURATION (mm-ss):04-02 



02-2(3-' 07 11:21 FROM-LGS PatentUSA 



9549251101 



T-339 P14/18 U-237 



Applic, NO. 09/922,479 

Response Dated February 20, 2007 

Responsive ho Office Action of November 17, 200 S 



a self-teat control device for causing testing of tlae 
integrated circuit by the self-test device before the 
integrated circuit is connected to an external testing 
device that performs a function selected from the 
group consisting of reading out results of the test 
and evaluating the results of the test; 

a test result memory located on the integrated circuit 
for storing the results of the test; 

an output circuit for forwarding the results stored in 
said test result memory to the external test device, 
[emphasis added by Applicant] 

The amendments to claim 11 , as well as new claim 30, are 
supported by the specification of the instant application, and 
more particularly, page 15 of the instant application, line 24 
- page 16, line 13 , which states: 



As will be described more precisely later, in response 
to an external request, the BIST module carries out a 
test of the components and functions of the. integrated 
circuit that can be tested by it (for example of a 
memory contained in the integrated circuit) and writes 
the result of this self test into a test result memory 
(likewise contained in the integrated circuit) . The 
test result stored in the test result memory is output 
by the integrated circuit to an external testing 
device when requested by the latter and is evaluated 
there. This external testing device in the example 
considered is a testing device which, in addition to 
evaluating the results of the self test of the 
integrated circuit, in addition tests those components 
or functions of the integrated circuit which cannot be 
or are not tested by the BIST module, or only 
partially so, by supplying suitable signals and by 
evaluating the reaction to these* [emphasis added by 
Applicant] 



As such, among other limitations, Applicant's claim 11 
requires that a test be completed on the integrated circuit 
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before the i ntegrated circuit la connected to an external 
tasting device , the result being store d in a test result 
memory on the integrated circuit , and an output device for 
outputti ng the results , completed prior to the integrated 
circuit being connected to an external test device, to an 
external test device . As such, a test must be completed 
{i.e., results) prior to the connection of the IC to an 
external test device and then, once the IC is connected to an 
external test device, the results of the earlier run test are 
transferred. Further, Applicant's claim 30, dependent from 
claim 11, requires the transfer to occur when requested by the 
external test device. 

The BHAWMIK reference fails to teach or suggest, among other 
limitations of Applicant's claims, performing a test before 
the IC is connected to an external test device, the results 
being stored on the IC and forwarded to an external test 
device. More particularly, BHAWMIK failed to teach or 
suggest, among other limitations of Applicant's claim 11, 
running a test on the IC before connection to an external test 
device, and then, connecting the IC to an external test 
device, to which the results are transferred, 

Rather, the portion of BHAWMIK that was cited in the Office 
Action disclosed only that a test was after connection to an 
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external test device or internally by a BIST circuit, but not 
by both. For example, col. 1 of BHAWMIK, lines 14 - 23 (cited 
in the Office Action against Applicant's former claim 11), 
states ; 



Integrated circuits (IC) are normally tested both to 
ensure that the component is defect -free manufactured 
and/or remains in proper working condition during use. 
Testing of the IC may for example be accomplished by 
applying a test pattern to stimulate the inputs of a 
circuit and monitoring the output response to detect 
the occurrence of faults. The test patterns may be 
applied to the circuit using an external testing 
device. Alternatively , the pattern generator may be a 
BIST structure comprising part of the internal 
circuitry of the IC which generates the test patterns* 
[emphasis added by Applicant] 



Clearly, the above-cited portion of BHAWMIK cites the use of 
an external test device and an internal BIST circuit as 
alternatives. The above-cited portion of BHAWMIK neither 
teaches, nor suggests, among other limitations of Applicant's 
claim 11, testing the integrated circuit before the integrated 
circuit is conn ected to an external testing device , the result 
being store d in a test result memory on the integrated 
circuit, and an output device for outputting the results / 
completed prior to the integrated circuit being connected to 
an external test device, to an external test device , BHAWMIK 
further does not teach or suggest, among other limitations, of 
Applicant's claims, transferring the results of the on-board 
test, completed prior to the integrated circuit being 
connected to an external test device, to an external test 
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device, when requested by the external test device , as 
required by Applicant's new claim 30, 

As such, it is believed that Applicant's claims 11 - 15 and 30 
are patentable over the BHAWMIK reference reference. Thug, it 
is believed that all of Applicant's claims are patentable over 
the cited art . 

It is accordingly believed that none of. the references, 
whether taken alone or in any combination teach or suggest 
the features of claims 1, 11 , 16 and 29. Claims 1, ll, 16 and 
29 are, therefore, believed to be patentable over the art. 
The dependent claims are believed to be patentable as well 
because they all are ultimately dependent on claims 1, 11 and 
16. 

In view of the foregoing, reconsideration and allowance of 
claims 1-4, 6-17 and 19 » 30 are solicited. 

In the event the Examiner should still find any of the claims 
to be unpatentable, counsel would appreciate receiving a 
telephone call so that, if possible, patentable language can 
be worked out . 
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If an extension of time for this paper is required, petition 
for extension is herewith made. 

It is believed that the addition of claim 3 0 would not require 
any further fee, as dependent claims formerly paid for, were 
previously cancelled. However, please charge any fees that 
might be due with respect to Sections 1 . 16 and 1*17 to the 
Deposit Account of Lerner Greenberg Sterner LLP, No. 12-1099. 

Respectfully submitted, 



February 20, 2007 

Lerner Greenberg Sterner LLP 
Post Office Box 24 80 
Hollywood, FL 33022-2480 
Tel: (954) 925-1100 
Fax: (954) 925-1101 




Kerry P. Sisselman 
Reg. No. 37,237 
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